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In support of the Notice of Appeal filed on May 6, 2008, and pursuant to 
37 C.F.R. § 41.37, Appellants present this appeal brief in the above-captioned 
application. 

This is an appeal to the Board of Patent Appeals and Interferences from 
the Examiner's final rejection of claims 1, 6 and 8 - 18 in the Final Office Action dated 
January 25, 2008. The appealed claims are set forth in the attached Claims Appendix. 
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1. Real Party in Interest 

This application was originally assigned to Overture Services, Inc., which was 
later acquired by Yahoo! Inc. of Sunn3A^ale, CA, the real party in interest. 

2. Related Appeals and Interferences 

There are no other appeals or interferences which would directly affect, be 
directly affected by, or have a bearing on the instant appeal. 

3. Status of Claims 

Claims 1, 6 and 8-18 have been rejected in the final Office Action. Claims 2 - 5 
and 7 are withdrawn. The final rejection of claims 1, 6 and 8 - 18 is being appealed. 

4. Status of Amendments 

All amendments submitted by the Appellants have been entered. 

5. Summary of Claimed Subject Matter 

Claim 1 recites a method for determining a payoff on an instrument in a 
computerized system for allowing transactions in the instrument, the instrument being 
associated with one or more term-based concepts. (See, for example, page 13, lines 7-14; 
page 14, lines 16-20; page 21, line 18 - page 22, line 6). The method comprises 
determining a set of terms for a term-based concept, wherein each of the terms for the 
term-based concept relate to a theme, each of the terms being usable in a computerized 
search to locate infonnation. (See, for example, page 14, line 21 - page 15, line 6; page 
16, lines 11-12, step 202 of Fig. 2; page 18, lines 2-15, steps 302 and 304 of Fig.3; page 
23, line 4 - page 24, line 15) 

The method includes determining a value of the term-based concept based at least in part 
on a demand for at least one term from the set of terms during one or more computerized 
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searches related to the at least one terni. (See, for example, page 15, lines 8-17; page 16, 

line 22 - page 17, line 2; page 18, line 19 - page 19, line 10, step 404 of Fig. 4). The 

method includes determining a value of the instrument based at least in part on the value 

of the term-based concept at a first time. (See, for example, page 20, lines 16-21). The 

method includes determining the payoff based on a value determined for the instrument 

at a time of payoff or based on a value determined for the term-based concept at the time 

of payoff, wherein the time of payoff chronologically follows the first time. (See, for 

example, page 26, lines 12-19). 

Claim 13 recites a method for determining a payoff on an instrument in a 

computerized system for allowing transactions in the instrument, the instrument being 

associated with one or more term-based concepts. (For example, see page 13, lines 7-14; 

page 14, lines 16-20; page 21, line 18 - page 22, line 6). The method comprises 

determining a set of ternis for a term-based concept, each of the terms being usable in a 

computerized search to locate infonnation. (See, for example, page 14, line 21 - page 15, 

line 6; page 16, lines 11-12, step 202 of Fig. 2; page 18, lines 2-15, steps 302 and 304 of 

Fig.3; page 23, line 4 - page 24, line 15). The method includes determining a value of 

the term-based concept based at least in part on a demand for at least one term from the 

set of terms during one or more computerized searches related to the at least one term. 

(See, for example, page 15, lines 8-17; page 16, line 22 - page 17, line 2; page 18, line 19 

- page 19, line 10, step 404 of Fig. 4). The method includes determining a value of the 

instrument based at least in part on the value of the term-based concept at a first time. 

(See, for example, page 20, lines 16-21). The method includes determining the payoff 

based on a value detennined for the instrument at a time of payoff or based on a value 
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determined for the term-based concept at the time of payoff, wherein the time of payoff 

chronologically follows the first time, wherein the value is based on a pay-for- 

performance data associated with the term-based concept. (See, for example, page 26, 

line 20 - page 27, line 2). 

Claim 16 recites a method for detemiining a payoff on an instrument in a 

computerized system for allowing transactions in the instrument, the instrument being 

associated with a plurality of unrelated term-based concepts. (For example, see page 13, 

lines 7-14; page 14, lines 16-20; page 21, line 18 - page 22, line 6). The method 

comprises determining a first set of terms for a first term-based concept, each term of the 

first set of terms being usable in a computerized search to locate information, wherein 

each of the terms for the first term-based concept relate to a theme. (For example, see 

page 14, line 21 - page 15, line 6; page 23, line 4 - page 24, line 15) The method 

includes determining a second set of terms for a second term-based concept, each term of 

the second set of terms being usable in a computerized search to locate information, and 

the first temi-based concept being unrelated to the second terai-based concept. (For 

example, see page 14, line 21 - page 15, line 6; page 16, lines 9-13; page 23, line 4 - 

page 24, line 1 5) The method includes determining a value of the first term-based 

concept based at least in part on a demand for at least one term from the first set of terms 

during one or more computerized searches related to the at least one term from the first 

set. (See, for example, page 15, lines 8-17; page 16, line 22 - page 17, line 2; page 18, 

line 19 - page 19, line 10, step 404 of Fig. 4). The method includes determining a value 

of the second term-based concept based at least in part on a demand for the at least one 

term from the second set of terms during one or more computerized searches related to 
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the at least one tenn from the second set. (See, for example, page 15, lines 8-17; page 16, 
lines 9-13; page 16, line 22 - page 17, line 2; page 18, line 19 - page 19, line 10, step 
404 of Fig. 4). The method includes determining a value of the instrument based at least 
in part on the value of the first term-based concept and the second term-based concept, 
the value of the instrument being determined at a first time. (See, for example, page 16, 
lines 9-16; page 20, lines 16-21). The method includes determining the payoff based on a 
value deteraiined for the instrument at a time of payoff or based on a value determined 
for the first temi-based concept and the second term-based concept being determined at 
the time of payoff, wherein the time of payoff chronologically follows the first time. 
(See, for example, page 26, lines 12-19). 

Claim 17 recites a method for determining a payoff on an instrument in a 
computerized system for allowing transactions in the instrument, the instrument being 
associated with a plurality of related term-based concepts. (For example, see page 13, 
lines 7-14; page 14, lines 16-20; page 21, line 18 - page 22, line 6). The method 
comprises determining a first set of terms for a first term-based concept, each term of the 
first set of terms being usable in a computerized search to locate information, wherein 
each of the terms for the first term-based concept relate to a theme. (For example, see 
page 14, line 21 - page 15, line 6; page 23, line 4 - page 24, line 15). The method 
includes determining a second set of terms for a second term-based concept, each term of 
the second set of terms being usable in a computerized search to locate information, and 
the first term-based concept being related to the second term-based concept. (For 
example, see page 14, line 21 - page 15, line 6; page 16, lines 9-13;.page 23, line 4 - 
page 24, line 15). The method includes determining a value of the first term-based 
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concept based at least in part on a demand for at least one term from the first set of terms 

during one or more computerized searches related to the at least one term from the first 

set. (See, for example, page 15, lines 8-17; page 16, line 22 - page 17, line 2; page 18, 

line 19 - page 19, line 10, step 404 of Fig. 4). The method includes determining a value 

of the second term-based concept based at least in part on a demand for the at least one 

term from the second set of terms during one or more computerized searches related to 

the at least one term from the second set. (See, for example, page 15, lines 8-17; page 16, 

lines 9-13; page 16, line 22 - page 17, line 2; page 18, line 19 - page 19, line 10, step 

404 of Fig. 4). The method includes determining a value of the instrument based at least 

in part on the value of the first term-based concept and the second term-based concept, 

the value of the instrument being detemiined at a first time. (See, for example, page 16, 

lines 9-16; page 20, Unes 16-21). The method includes determining the payoff based on a 

value determine for the instrument at a time of payoff or based on a value determined for 

the first term-based concept and the second term-based concept being determined at the 

time of payoff, wherein the time of payoff chronologically follows the first time. (See, 

for example, page 26, lines 12-19). 

6. Grounds of Rejection to be Reviewed on Appeal 

I. The rejection of claims 1. 13, 16 and 17 under 35 U.S.C. S103(a) is 
improper because the Examiner mischaracterizes and misapplies the teachings of 
U.S. Patent No. 6,269,361 ("Davis") in its combination with Experimental Markets 
for Product Concepts^ Center for eBusiness @MIT ("Chan") and these references 
fail to teach or suggest all of the claimed limitations. 
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7. Argument 

1. The rejection of claims 1. 13, 16 and 17 under 35 U.S.C. §103(a) is 
improper because the Examiner mischaracterizes and misapplies the teachings of 
U.S. Patent No. 6,269,361 ("Davis") in its combination with Experimental Markets 
for Product Concepts^ Center for eBusiness @MIT ("Chan") and these references 
fail to teach or suggest all of the claimed limitations. 

Claims 1, 13, 16 and 17 stand finally rejected under 35 U.S.C. §101 as 
being unpatentable over the combination of Chan with Davis, which Appellants 
respectfully submit is in error. Appellants have maintained during the prosecution and 
re-assert herein that the Examiner misapplies the teaching of Davis and therefore the 
rejection of all pending claims as being obvious in view of Davis is improper. 

Among other shortcomings, Davis (alone or in combination with Chan) 
fails to teach or suggest the claimed "value of the term-based concept," including the 
limitations recited therewith, such as "determining a value of the term-based concept 
based at least in part on a demand for at least one term from the set of terms dtiring one or 
more computerized searches related to the at least one tenn." 

Davis discusses a system and method for enabling information providers 
to influence a position for a search listing within a search result list generated by an 
Internet search engine. (Abstract, lines 1-4). 



The network information provider influences the position 
for a search hsting through a continuous online competitive 
bidding process. The bidding process occurs when the 
network information provider enters a new bid amount, 
which is preferably a money amount, for a search listing. 
The system and method of the present invention then 
compares this bid amount with all other bid amounts for the 
same search term, and generates a rank value for all 
search listings having that search term. The rank value 
generated by the bidding process determines where the 
network information providers listing will appear on 
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the search results list page that is generated in response to 
a query of the search term by a searcher located at a cUent 
computer on the computer network. A higher bid by a 
network information provider will result in a higher rank 
value and a more advantageous placement, (emphasis 
added) (Abstract, lines 19-34) 

Davis explicitly teaches that the "rank value" relates to search hstings that 
have the search term therein , (e.g., see Abstract). Therefore, the Davis system generates 
a rank value for search hstings or search results presented to users upon completion of the 
search operation. This is consistent with Davis being related to a technique for ordering 
search results. In other words, Davis relates to search results , i.e.- when the search has 
already been performed. 

By contrast, the claimed invention of independent claims 1 and 13 recites 
the claim element "determining a value of the term-based concept based at least in part 
on a demand for at least on term from the set of terms during one or more computerized 
searches related to the at least one term." Similarly, independent claims 16 and 17 recite 
the claim elements "determining a value of the first term-based concept based at least in 
part on a demand for at least one term from the first set of terms during one or more 
computerized searches related to the at least one term from the first set" and "determining 
a value of the second term-based concept based at least in part on a demand for the at 
least one terni from the second set of terms during one or more computerized searches 
related to the at least one terni from the second set." Independent claims 1, 13, 16 and 17, 
therefore, include claim elements directed to determining a value for a term-based 
concept that comprises one or more search terms . 
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Davis clearly fails to teach or suggest the aforementioned claim elements 
as Davis is directed to generating a rank value for search results and not search terms. In 
the "Response to Arguments" section beginning on page 7 of the January 25, 2008 Office 
Action, the Examiner reiterates the previous argument that a value for a term-based 
concept is analogous to generating a rank value for a search listing as disclosed in Davis, 
Appellants respectfully submit the Examiner misconstrues exactly what is the search 
listing disclosed in Davis. The Examiner incorrectly equates the search listing to a search 
term. As already presented, the search listings of Davis are the search result listings that 
are provided to the user upon completion of the search operation. In addition, the "rank 
value" of Davis " determines the position where the promoter's web site description will 
appear on the search results list page that is generated when the search term is entered 
into the query box on the search engine by the search." {emphasis added) (Col. 6, lines 
2-5). In other words, the rank value of Davis is a value applied to a search result listing 
that appears in a search result page, which is wholly inconsistent with the claimed "value 
of the term-based concept" as claimed herein, wherein the "value of the term-based 
concept" relates to the search term, not the search results. 

Stated in more explicit terms relative to the recited claims, Davis does not 
teach or suggest the step of "determining a value of the term-based concept based at least 
in part on a demand for at least one term from the set of temms during one or more 
computerized searches related to the at least one tenn." Davis relates to the ranking 
being performed once a search operation is completed and by contrast the claimed 
limitation recites a value of the term-based concept relating to a search term, which is 
inconsistent and not analogous to search results. 
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Therefore, Appellants respectfully submit that the rejection of claims 1, 



13,16 and 17 is improper as Chan in combination with Davis fails to teach or suggest all 
of the claimed limitations. Additionally, dependent claims 6, 8-12, 14-15 and 18 are 
additionally patentable. Accordingly, Appellants respectfully request withdrawal of the 
Examiner's final rejection and passage of the pending claims to issuance. 

8. Conclusions 

For the reasons set forth above, Appellants respectfully request that the 
Board reverse the final rejections of the claims by the Examiner under 35 U.S.C. § 103(a) 
and indicate that claims 1 , 6 and 8 - 1 8 are allowable. A 



THIS CORRESPONDENCE IS BEING SUBMITTED 
ELECTRONICALLY THROUGH THE PATENT AND 
TRADEMARK OFFICE EFS FILING SYSTEM ON 
JULY 7, 2008. 



Dated: July?. 2008 




Efeg.No.48,126 
DREIER LLP 
499 Park Ave. 

New York, New York 10022 
Tel: (2 12) 328-6100 
Fax: (212) 328-6101 



Customer No. 61834 
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Claims Appendix 

1 . (Previously Presented) In a computerized system for allowing 
transactions in an instrument, the instrument being associated with one or more term- 
based concepts, a method for determining a payoff on the instrument, the method 
comprising: 

determining a set of terms for a term-based concept, wherein each of the 
terms for the term-based concept relate to a theme, each of the terms being usable in a 
computerized search to locate information; 

determining a value of the term-based concept based at least in part on a 
demand for at least one terai from the set of terms during one or more computerized 
searches related to the at least one term; 

determining a value of the instrument based at least in part on the value of 
the term-based concept at a first time; and 

determining the payoff based on a value determined for the instrument at a 
time of payoff or based on a value determined for the term-based concept at the time of 
payoff, wherein the time of payoff chronologically follows the first time. 

2. (Withdrawn) The method of claim 1, comprising determining the payoff 
using a linear payoff technique. 

3. (Withdrawn) The method of claim 1, comprising determining the payoff 
using a binary payoff technique. 

4. (Withdrawn) The method of claim 1, comprising determining the payoff 
using a stock-based payoff technique. 
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5. (Withdrawn) The method of claim 1, comprising determining the payoff 
using an options-based pay-off technique. 

6. (Original) The method of claim 1, comprising using a futures-based 
payoff technique in determining the payoff 

7. (Withdrawn) The method of claim 1, comprising using a betting-based 
payoff technique in determining the payoff 

8. (Previously presented) The method of claim 1, comprising 
denominating the payoff in at least one of real currency, fake currency, game currency, 
coupons, discounts, certificates, or rights. 

9. (Original) The method of claim 1, comprising determining the payoff in 
rights relating to advertising. 

1 0. (Previously Presented) The method of claim 1 , comprising 
determining the payoff in at least one of rights to clicks or rights to impressions. 

1 1 . (Previously presented) The method of claim 1 , comprising using the 
instrument as at least one of a hedging tool, a speculating tool, a forecasting tool, a data 
generating tool, or an entertainment tool. 

12. (Previously presented) The method of claim 1, wherein an entity that 
at least in part facilitates allowing of transactions capable of being valued based on values 
of the one or more term-based concepts also at least in part facilitates Pay-Per-Click 
auctions for rights associated Avith the one or more term-based concepts, and comprising 
the entity deriving revenue fi-om at least one of transaction fees, listing fees, institutional 
participation fees, data sale, or publicity. 
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13. (Previously presented) In a computerized system for allowing 
transactions in an instrument, the instrument being associated with one or more term- 
based concepts, a method for determining a payoff on the instrument, the method 
comprising: 

determining a set of terms for a term-based concept, each of the terms 
being usable in a computerized search to locate infomiation; 

determining a value of the term-based concept based at least in part on a 
demand for at least one term from the set of terms during one or more computerized 
searches related to the at least one term; 

determining a value of the instrument based at least in part on the value of 
the temi-based concept at a first time; and 

determining the payoff based on a value determined for the instrument at a 
time of payoff or based on a value determined for the term-based concept at the time of 
payoff, wherein the time of payoff chronologically follows the first time, wherein the 
value is based on a pay-for-performance data associated with the term-based concept. 

14. (Previously presented) The method of claim 1, wherein the one or 
more term-based concepts comprise a plurality of terms related to a theme. 

15. (Previously presented) The method of claim 1 , wherein the one or 
more term-based concepts comprise a plurality of unrelated term-based concepts. 

16. (Previously Presented) In a computerized system for allowing 
transactions in an instrument, the instrument being associated with a pliurality of 
unrelated term-based concepts, a method for determining a payoff on the instrument, the 
method comprising: 
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determining a first set of terms for a first tenn-based concept, each tenii of 
the first set of terms being usable in a computerized search to locate, information, wherein 
each of the terms for the first term-based concept relate to a theme; 

determining a second set of terms for a second term-based concept, each 
terni of the second set of terms being usable in a computerized search to locate 
information, and the first term-based concept being xmrelated to the second term-based 
concept; 

determining a value of the first term-based concept based at least in part 
on a demand for at least one term from the first set of terms during one or more 
computerized searches related to the at least one tenn from the first set; 

detemining a value of the second term-based concept based at least in part 
on a demand for the at least one term from the second set of terms during one or more 
computerized searches related to the at least one term firom the second set; 

determining a value of the instrument based at least in part on the value of 
the first term-based concept and the second term-based concept, the value of the 
instrunaent being determined at a first time; and 

determining the payoff based on a value determined for the instrument at a 
time of payoff or based on a value detemiined for the first temi-based concept and the 
second term-based concept being determined at the time of payoff, wherein the time of 
payoff chronologically follows the first time. 

17. (Previously Presented) In a computerized system for allowing 
transactions in an instrument, the instrument being associated with a plurality of related 
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term-based concepts, a method for determining a payoff on the instrument, the method 

comprising: 

determining a first set of terms for a first term-based concept, each term of 
the first set of terms being usable in a computerized search to locate information, wherein 
each of the terms for the first term-based concept relate to a theme; 

determining a second set of terms for a second term-based concept, each 
term of the second set of terms being usable in a computerized search to locate 
information, and the first term-based concept being related to the second term-based 
concept; 

determining a value of the first term-based concept based at least in part 
on a demand for at least one term fi-om the first set of terms during one or more 
computerized searches related to the at least one terni fi-om the first set; 

determining a value of the second term-based concept based at least in part 
on a demand for the at least one term from the second set of terms during one or more 
computerized searches related to the at least one term fi-om the second set; 

determining a value of the instrument based at least in part on the value of 
the first term-based concept and the second term-based concept, the value of the 
instrument being determined at a first time; and 

determining the payoff based on a value determine for the instrument at a 
time of payoff or based on a value determined for the first term-based concept and the 
second term-based concept being determined at the time of payoff, wherein the time of 
payoff chronologically follows the first time. 

18. (Previously presented) The method of claim 1, comprising: 
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determining the value of the instrument based at least in part on an 



advertising value of the one or more concepts. 
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Evidence Appendix 

No evidence has been submitted or relied upon in the instant appeal. 
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Related Proceedings Appendix 

There are no related proceedings which are related to or would have a bearing on 
the instant appeal. 
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